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Sweet SixteeEN Company, A Corporation v. Sweet “16” Suop, 
INc., ET AL. 


United States Circuit Court of Appeals, Eighth Circuit 
November 17, 1926 


Trape-Marks—INFRINGEMENTS—“Sweet S1xTeEN” on Lapies’ Dresses— 
Extension or Use. 

Where after appellant had adopted and used the words “Sweet 
Sixteen” as a trade-mark for women’s dresses and established five 
sales shops for same in three cities on the Pacific Coast, having also sold 
- by mail some of the goods so marked in Salt Lake City, Utah, and 

circulated catalogues therein, the acts of appellee in starting a similar 
business in Salt Lake City under the name of “Sweet 16 Shop, Inc.” 
) | and in registering the said name with the Secretary of State, held 
i infringement of plaintiff's mark and the decision in favor of appellee 
was reversed. 
Same—Same—SamMeE—DistincuisHep From “Rex” Case. 
The case at issue falls within the exceptions mentioned in United 
Drug Co. v. Rectanus Co. [9 T. M. Rep. 1], wherein a contrary 
f decision would have been reached, had it appeared that the second 
adopter selected the mark with some design inimical to the interests 
of the first user, it being found in the present case that appellant 
informed appellees of its prior use of the words “Sweet Sixteen” 
3 ; before the latter started in business. 


wt 
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In equity. Action for alleged infringement. Appeal from a 
decision in favor of defendant. Reversed. 


Sloss § Ackerman, for appellant. 
Stewart, Alerander & Budge, for appellee. 





Before Lewis, Circuit Judge, and Muneer anp Faaris, District 
Judges. 





Faris, J.: This is an action in equity for an injunction and 
accounting based on the alleged infringement of plaintiff's trade- 
mark and trade-name. The decree below went for defendant and 
plaintiff appealed in conventional mode. While numerous errors 
are assigned, there is, in the last analysis, but one question pre- 
sented upon the record. That question is, whether upon the facts 
shown by the evidence, which were practically undisputed, plaintiff 
was entitled to the relief prayed for. Mere inspection and pronun- 
ciation disclose that the names of plaintiff and defendant are so 
similar as to bespeak infringement, if (a) plaintiff, the conceded 
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prior user of the mark and name involved, and defendant, when 
defendant set up its business, came into actual competition in the 
same field or territory of trade, or (b) if defendant, when it began 
business, knowingly assumed plaintiff's name and mark in a con- 
tiguous field of trade, or territory into which plaintiff had already 
penetrated with its trade to an extent, and into which plaintiff 
must soon go extensively by the natural expansion of its business. 

There is but little dispute about the controlling cases which 
announce the law. Largely, both sides rely upon the same cases 
and authorities. The solution of the case depends upon the ap- 
plication of the practically undisputed evidence to these controlling 
cases; which situation renders necessary a brief statement of the 
facts shown upon the trial. The record is long, but the salient 
facts are fairly simple and not involved. They run thus: In the 
year 1916, plaintiff began business in San Francisco, as a dealer 
in women’s ready-to-wear clothing, under the name of “Sweet Six- 
teen Company,” a corporation. In its business and advertisements 
it referred to many of its garments and goods as “Sweet Sixteens”’ ; 
it designated its system of dealing as the “Sweet Sixteen System,” 
and it sold many of the garments kept for sale by it at $16 per 
garment. In the beginning it had but one store. It prospered 
in such wise, as that by the year 1921, it was the owner of five 
stores, two in San Francisco and the others in three other cities 
of the Coast States, namely, Los Angeles, Portland and Seattle, 
as also an office and general purchasing agency in New York. It 
was advertising its business in divers trade journals and in the 
daily newspapers of the several cities in which its stores were 
located. Some 75 of these newspapers were daily sold and read 
in Utah. Its annual advertising expenditures in the year last 
mentioned, exceeded $30,000, and in the year in which this suit 
was begun, amounted to more than $120,000. It had a very con- 
siderable mail-order business, through which it sold some goods in 
some 12 or 15 different States, among which was the State of 
Utah. While the business done thus, in the State of Utah was, 
in proportion to its total business negligible, it was making efforts 
to increase it, and to this end, in the year 1921, it sent some 1,500 
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of its printed catalogs into that State. In the year 1922, it sup- 
plemented this selling and advertising campaign in the State of 
Utah by distributing therein pictures and drawings of many of 
the articles kept by it for sale. Prior to 1923, and about the year 
1921, it put on foot tentative plans to rent and establish a store 
in Salt Lake City, Utah. 

These plans were not consummated however, up to April 3, 
1923, when defendant started in Salt Lake City a wholly similar 
business (save that it does not particularly cater to the mail-order 
business), dealing in like merchandise, which defendant ran and 
operated under the name of the Sweet “16” Shop, Inc. 

Defendant was incorporated in the State of Utah on the 17th 
day of May, 1923. Prior to such incorporation, and on April 3, 
1923, defendants Provol and Wrigley procured the issuance to 
them, as copartners of a certificate of trade-mark, from the Secre- 
tary of State of the State of Utah, carrying the designation “Sweet 
‘16’ Shop.”” Some four days prior to the issuance of this certificate, 
and a like period before defendants Provol and Wrigley began 
business, Provol, one of the copartners, was advised by wire from 
plaintiff of the existence of the plaintiff corporation and was 
warned not to use the name “Sweet 16” in defendants’ business. 
Thereupon, defendants took legal advice as to their right to use 
this name. While this advice was favorable to them, there is left 
no question in the case, that defendants assumed this name with 
full knowledge of its use by plaintiff, if such fact shall be of con- 
trolling importance. 

The record discloses fairly numerous instances wherein deal- 
ers, customers and potential customers were misled by the similar- 
ity of names into mistaking defendants’ business for that of plain- 
tiff. It is well settled, that both in cases of unfair competition 
unaccompanied with trade-mark infringement, and in cases of in- 
fringement of technical or common law trade-marks, the essence 
of the wrong consists in the sale or mistaking of the goods of one 
dealer, or manufacturer for those of another, and that this essen- 
tial element is the same in both classes of cases. “In fact, the 
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common law trade-marks is but a part of the broader law of unfair 
competition.” Hanover Star Milling Co. v. Metcalf (240 U. S. 
103 [6 T. M. Rep. 149]). 

Much difficulty has been encountered and much confusion is 
created on the record, by the bill of complaint, the nature and the 
contents of the evidence and the briefs of counsel, touching whether 
this action is intended to be bottomed on the infringement of a 
technical or common law trade-mark and a trade-name, or whether 
it is bottomed on that specific branch of unfair competition arising 
from palming off by defendants through their course of action, 
name and dealings of their goods as the goods of the plaintiff. The 
pleadings, the evidence and the briefs carry implications that it is 
bottomed on the infringement of a trade-mark and trade-name 
created by prior use, as well as unfair competition, arising from 
the name and manner of dealing of the defendants. Casually, it 
seems to fall into that category of redressable wrongs arising 
from the alleged piracy and use of plaintiff’s trade-mark and trade- 
name by the defendant; the latter of which is, more accurately 
speaking a branch of unfair competition. But since as seen, there 


is no difference in the essential test of guilt, and since both parties 


agree touching that test, nomenclature is perhaps unimportant. 
This we deem to be so, because, as said, both largely rely on the 
same cases to sustain their respective contentions. These cases 
are Hanover Star Milling Co. v. Metcalf, supra and United Drug 
Co. v. Rectanus Co., 248 U. S. 90 [9 T. M. Rep. 1]. Both sides 
agree, as they needs must, that the two above cases announce the 
law which is decisively to be applied to some of the facts. They 
disagree as to whether these facts show either, (a) that plaintiff 
had entered the Salt Lake City field of trade before defendant 
took and used plaintiff's trade-mark and trade-name therein; or 
(b) that the disputed territory, in and about Salt Lake City, is 
within the natural field of plaintiff's legitimate trade expansion. 
In fairness, it may be said that defendant does not concede as 
a matter of law, either that plaintiff is entitled to a field for 
natural business expansion, or that the doctrine of the cases it 
relies on leaves such a field open to plaintiff. 
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Before the cases of Hanover Star Milling Co. v. Wheeler Co. 
and United Drug Co. v. Rectanus, both supra, were decided, much 
confusion is to be found and much diversity of opinion existed 
among the courts which dealt with the points which are here 
decisive. The above cases crystallized the law, and prior learning, 
so far as the Federal courts are concerned, becomes negligible 
value. The one decisive question here, broadly stated, is whether 
on the facts, this case is within the rule, announced in the above 
cases, or within the exceptions which plaintiff insists are clearly 
noted in these cases. 

The brief and salient facts in the Rectanus Case are, that 
about the year 1877, Mrs. Regis began to use the word “Rex,” as 
a trade-mark, for certain medicinal preparations made by her in 
Haverhill, Massachusetts. Thereafter, through mesne assignments 
and continued use, this trade-mark came, about the year 1911, into 
the hands of the United Drug Co. During all of the years, between 
1877 and 1911, the sales of this medicinal preparation were con- 
fined to the New England States, and inconsiderable sales in New 
York, New Jersey, Canada and Nova Scotia. 

In the meantime and in the year 1889, one Rectanus, familiar- 
ly known as “Rex,” began at Louisville, Ky., to use the word 
“Rex” as a trade-mark for another sort of medicinal preparation, 
which he sold and advertised in Kentucky. In 1912 the United 
Drug Co., for the first time extended the sale of its medicines, 
bearing its ‘““Rex’’ trade-mark, into the State of Kentucky. When 
it did so and prior thereto, it had notice that the assignee of 
Rectanus was using the identical trade-mark in Kentucky, on its 
medicines. These facts and all of them notwithstanding, the 
United Drug Co., sued the Rectanus Co., for infringement of its 
trade-mark. 

In the Supreme Court the decree went for the defendant, the 
court saying among other things this: 

“Undoubtedly, the general rule is that, as between conflicting claim- 
ants to the right to use the same mark, priority of appropriation deter- 
mines the question. See Canal Co. v. Clark, 13 Wall. 311, 323; McLean v. 


Fleming, 96 U. S. 245, 251; Manufacturing Co. v. Trainer, 101 U. S. 51, 53; 
Columbia Mill Co. v. Alcorn, 150 U. S. 460, 463. But the reason is that 


So er 
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purchasers have come to understand the mark as indicating the origin 
of the wares, so that its use by a second producer amounts to an attempt 
to sell his goods as those of his competitor. The reason for the rule does 
not extend to a case where the same trade-mark happens to be employed 
simultaneously by two manufacturers in different markets, separate and 
remote from each other, so that the mark means one thing in one market, 
an entirely different thing on another. It would be a perversion of the 
rule of priority to give it such an application in our broadly extended 
country that an innocent party who had in good faith employed a trade- 
mark in one State, and by the use of it had built up a trade there, being 
the appropriator in that jurisdiction, might afterwards be prevented from 
using it, with consequent injury to his trade and good will, at the instance 
of one who theretofore had employed the same mark, but only in other and 
remote jurisdictions, upon the ground that its first employment happened 
to antedate that of the first-mentioned trader. * * * The same 
point was involved in Hanover Milling Co. v. Metcalf, U. S. 403, 415, where 
we said: ‘In the ordinary case of parties competing under the same mark 
in the same market, it is correct to say that prior appropriation settles 
the question. But where two parties independently are employing the 
same mark upon goods of the same class, in separate markets wholly 
remote the one from the other, the question of prior appropriation is 
legally insignificant, unless at least it appear that the second adopter has 
selected the mark with some design inimical to the interest of the first 
user, such as to take the benefit of the reputation of his goods, to forestall 
the extension of his trade, or the like.’ 

“In this case, as already remarked, there is no suggestion of sinister 
purpose on the part of Rectanus or the Rectanus Company; hence the 
passage quoted correctly defines the status of the parties prior to the 
time when they came into competition in the Kentucky market. And it 
results, as a necessary inference from what we have said, that petitioner, 
being the newcomer in that market, must enter it subject to whatever 
rights had been previously acquired there in good faith by the Rectanus 
Company and its predecessor. To hold otherwise—to require Rectanus 
to retire from the field upon the entry of Mrs. Regis’ successor—would 
be to establish the right of the latter as a right in gross, and to extend 
its territory wholly remote from the furthest reach of the trade to which 
it was annexed, with the effect not merely of depriving Rectanus of the 
benefit of the good will resulting from his long-continued use of the 
mark in Louisville and vicinity, and his substantial expenditures in build- 
ing up his trade, but of enabling petitioner to reap substantial benefit 
from the publicity that Rectanus has thus given to the mark in that 
locality, and of confusing if not misleading the public as to the origin 
of the goods thereafter sold in Louisville under the Rex mark, for, in 
that market, until petitioner entered it, ‘Rex’ meant the Rectanus product, 
not that of Regis.” 


The facts in the case of Allen & Wheeler Co. v. Hanover Star 
Milling Co., sub nominee, Hanover Milling Co. v. Metcalf, supra, 


are very similar to those in the Rectanus Case, supra. In the 


Metcalf Case, Allen & Wheeler Company had first adopted and 


used the trade-mark ““Tea Rose,” on certain sort of flour made by 
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it, and which it sold wholly in that part of the United States north 
of the Ohio River; “while the Hanover Company had adopted “Tea 
Rose’ as its mark in perfect good faith with no knowledge that 
anybody else was using or had used those words in such a con- 
nection, and during many years it had built up and extended its 
trade in the southeastern territory, comprising Georgia, Florida, 
Alabama, and Mississippi, so that in the flour trade in that territory 
the mark “Tea Rose’ had come to mean the Hanover Company’s 
flour and nothing else.’’ The Court of Appeals held and the Supreme 
Court concurred substantially in the holding, “that the right to 
protection in the exclusive use of a trade-mark extends only to 
those markets where the trader’s goods have become known and 
identified by his use of the mark; and because of the non-occupancy 
by the Allen & Wheeler Company of the southeastern markets it 
had no ground of relief in equity.” It need scarcely be added that 
the alleged infringement above complained of, occurred in the South- 
eastern markets.” Confessedly then, the general rule is, that while 
the first appropriator and user of a trade-mark owns such mark 
and is entitled to protection by the courts in the use thereof, against 
subsequent users on the same class of goods, such protection will 
not be afforded as against a subsequent user and appropriator who, 
in good faith adopts and uses the mark in territory, into which the 
goods of the first appropriator have not penetrated and have not 
been used or sold. Hanover Milling Co. v. Metcalf, supra; United 
Drug Co. v. Rectanus Co., supra. 

As already forecast, appellant frankly concedes the general 
rule to be substantially as stated, but it urges that the instant case 
falls upon the facts, within the exceptions held in mind by the 
Supreme Court, when it used in the Metcalf Case this language: 


“But cases differ according to their circumstances, and neither of 
those cited is in point with the present. Allowing to the Allen & Wheeler 
firm and corporation the utmost that the proofs disclose in their favor, 
they have confined their use of the “Tea Rose’ trade-mark to a limited 
territory, leaving the southeastern States untouched. Even if they did 
not know—and it does not appear that they did know—that the Hanover 
Company was doing so, they must be held to have taken the risk that 
some innocent party might, during their 40 years of inactivity, hit upon 
the same mark and expend money and effort in building up a trade in 
flour under it. If, during the long period that has elapsed since the last 
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specified sale of Allen & Wheeler “Tea Rose’— this was ‘in the later 70’s’— 
that flour has been sold in other parts of the United States, excluding the 
southeastern States, no clearer evidence of abandonment by nonuser of 
trade-mark rights in the latter field could reasonably be asked for. And 
when it appears, as it does, that the Hanover Company in good faith and 
without notice of the Allen & Wheeler mark has expended much money 
and effort in building up its trade in the southeastern market, so that 
‘Tea Rose’ there means Hanover Company’s flour and nothing else, the 
Allen & Wheeler Company is estopped to assert trade-mark infringement 
as to that territory. The extent and character of that territory, and its 
remoteness from that in which the Allen & Wheeler mark is known, are 
circumstances to be considered. Alabama alone—to say nothing of the 
other States in question—has an area of over 50,000 square miles, and by 
the census of 1910 contained a population of more than 2,000,000. Its 
most northerly point is more than 250 miles south of Cincinnati, which 
is the nearest point at which sales of Allen & Wheeler “Tea Rose’ are 
shown to have been made, and these at a time antedating by approximately 
40 years the commencement of the present controversy. We are not deal- 
ing with a case where the junior appropriator of a trade-mark is occupy- 
ing territory that would probably be reached by the prior user in the 
natural expansion of his trade, and need pass no judgment upon such a 
case. Under the circumstances that are here presented, to permit the 
Allen & Wheeler Company to use the mark in Alabama, to the exclusion 
of the Hanover Company, would take the trade and good will of the 
latter company—built up at much expense and without notice of the 
former’s rights—and confer it upon the former, to the complete perversion 
of the proper theory of trade-mark rights.” 


More concretely stated, the exceptions to the general rule which 
appellant contends differentiate on the facts, the case at bar from 
both the Metcalf Case and the Rectanus Case, are found in this 
language in the above quoted excerpts from these two opinions: 
(a) “But where two parties independently are employing the same 
mark upon goods of the same class, but in separate markets wholly 
remote the one from the other, the question of prior appropriation 
is legally insignificant, unless at least it appear that the second 
adopter has selected the mark with some design inimical to the 
interests of the first user, such as to take the benefit of the reputation 
of his goods, to forestall the extension of his trade, or the like.” 
(Italics ours.) United Drug Co. vy. Rectanus Co., 248 U. S., 1. ¢. 
101; and (b) “We are not dealing with a case where the junior 
appropriator of a trade-mark is occupying territory that would 
probably be reached by the prior user in the natural expansion of 


his trade, and need pass no judgment upon such a case.” (Italics 
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ours.) Hanover Milling Co. v. Metcalf, 240 U.S. 1. c. 240 [6 T. M. 
Rep. 149]. 

In the instant case defendants, Provol and Wrigley, while they 
were copartners, before they organized defendant corporation and 
before they actually began business, had notice of plaintiff's prior 
adoption, appropriation and use of the words “Sweet Sixteen” to 
designate its business, and as a trade-mark on the goods in which 
plaintiff was dealing. The trial court so found and the facts in 
evidence conclusively so disclose. Not only is this conclusively 
shown by the telegram sent to Provol, notice to whom as a partner 
was notice to Wrigley (20 R. C. L. 355), but it is corroborated by 
other evidence in the case; some of which is suggestive, if not 
sinister. For example, they saw fit to make a slight change in the 
manner of representing the expression “Sixteen” by the use of 
quoted numerals, instead of spelling the word out, as the plaintiff 
does; before they began business, and before they had ever actually 
used this mark, they registered it as a trade-mark with the Sec- 
retary of State of Utah. Aside from the finding of the trial court, 
and of the conclusive evidence of prior notice, the two latter pre- 
cautions are such as would not ordinarily be taken by those who 
were wholly innocent of plaintiff's existence and of its use of the 
mark in controversy. 

Apposite to the exception of pnor appropriation of the field 
of trade and of the right to a natural expansion into such field, 
the facts, as already said, are that plaintiff, in 1921, and some two 
years before defendant began business under the style complained 
of here, had sent some 1,500 of its catalogs into Utah and to Salt 
Lake City; in 1922 it supplemented these catalogs by sending into 
that State pictures and drawings of many of the goods kept and 
sold by it; and it had sold to citizens of Utah and Salt Lake City 
some goods and had filled some mail orders there; in all, making 
some six or eight sales in one or the other of the above ways. 
Newspapers containing its advertisements had constantly been sold 
in Salt Lake City, for a number of years before defendants did the 
act here complained of. Plaintiff avers and the evidence discloses, 
its intention to establish a store in Utah, and to this end it had 
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already taken tentative steps till the acts of defendants forestalled 
it. 

We think that these things, and others which appear of record 
and might be mentioned, clearly distinguish this case, upon the 
undisputed facts, from the cases relied on by defendants. We are 
clearly of the opinion that it falls, on such undisputed facts, with- 
out the general rule of the Rectanus Case and the Metcalf Case, 
and that it is within the exceptions stated in the above cases. Not 
only, we repeat, are we of the opinion that the instant case is 
within what seem to be the very plain exceptions to the general 
rule as pointed out in the above cases, but that the above facts of 
notice of prior use; the quantam of such use; the solicitation of 
trade, and the advertisements of plaintiff in the Salt Lake City 
territory of trade, bring the case within settled rules not at all dis- 
turbed by the above cited leading cases. For we are dealing here 
with a trade-mark clearly within the category of odd and fanciful 
marks and not with a mark within the public domain, in which 


latter the user required must be such, and so long and so expansive- 
ly used, as to acquire a secondary meaning. 

In a case then like the instant one, the rule laid down in the 
very excellent and able work of Mr. Nims seems yet applicable: 


“In considering the question of extent of use, careful distinction 
must be drawn between technical and pure trade-marks and marks which 
are not technical but are in the public domain. Where the name or device 
chosen is fanciful and may become a technical trade-mark, very slight 
use will, in addition to adoption create a trade-mark. Where the name 
or device is in the public domain, the whole question of use lies in pais. 
It differs with every case and to make out a cause of action, the complaint- 
ant must show that the name or mark he is claiming as his commercial 
signature has now come to possess a meaning or signification in addition 
to its general or public meaning or signification, which new or secondary 
meaning is identical in the public mind only with him and his business.” 
Nims, The Law of Unfair Competition and Trade-Marks, 415. 


Obviously, the trade-marks under discussion in the Hanover 
and Rectanus cases were likewise technical trade-marks, but in 
neither of the latter cases had there been any sales, advertisements 
of goods, or user whatever by complainants therein in the territory 
there in controversy. In case of a technical trade-mark as here 
dealt with, while there must of course be some user in trade in the 
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disputed field of trade the quantum thereof need not be large. 
Nims, The Law of Unfair Competition and Trade-Marks, supra; 
Kathreiners Malzkaffee Fab. v. Pastor Kneipp Medicine Co., 82 
Fed. 321; Ansehl v. Williams, 267 Fed. 9 [10 T. M. Rep. 444]; 
Wallace & Co. v. Repetti, Inc., 266 Fed. 307 [10 T. M. Rep. 263]; 
Hall v. Barrows, 32 Law J. Ch. 548. Hopkins on Trade-Marks, 
64. In the case of Kathreiners Malzkaffee Fab. v. Pastor Kneipp 
Medicine Co. supra, at page 326, the court said: 


“It may be suggested whether, in these days of rapid and constant 
intercommunication and extended commerce between nations, any narrow 
line of demarcation should be established, on the one side of which should 
stand moral wrong with legal liability, and upon the other moral wrong 
with legal immunity. If, however, the courts of a particular government 
can, with respect to the subject in hand, take cognizance only of wrongs 
committed within the geographical boundaries of the country, it is still 
not necessary, in our judgment, that a trade in an article should be fully 
established, in the sense that the article be widely known, before the 
proprietor of its trade-mark or trade-name may be entitled to the protec- 
tion of equity for the preservation of his rights. Otherwise it might be 
impossible, with respect to a valuable and desirable article or product 
of manufacture, designated by a particular brand or in a particular man- 
ner, ever to establish a trade. Craft and cunning, discerning the value 
of the product, and the profit to be acquired, would, at the inception of 
the business, flood the market with spurious and cheaper articles or prep- 
arations of the similitude of the genuine, and strangle the trade in the 
genuine at its birth. It is enough, we think, if the article with the adopted 
brand upon it is actually a vendible article in the market, with intent by 
the proprietor to continue its production and sale. It is not essential that 
its use has been long continued, or that the article should be widely 
known, or should have attained great reputation. The wrong done by 
piracy of the trade-mark is the same in such case as in that of an article 
of high and general reputation, and of long continued use. The difference 
is but one of degree, and in the quantum of injury. A proprietor is en- 
titled to protection from the time of commencing the user of the trade- 
mark.” 


From the above cases and authorities, and many others which 
could be cited, it would seem to follow inevitably, that if “a single 
instance of user, with accompanying circumstances evidencing an 
intent to establish the right to a trade-mark” (Hopkins on Trade- 
Marks, supra), be sufficient to establish such right in San Francisco, 
as against an alleged infringer in that city, then six or eight in- 
stances of such use, by sales of trade-marked goods, accompanied 
by fairly extensive advertisements in certain newspapers circulated 
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and read in Salt Lake City, and the distribution therein of many 
catalogs ought, ceteris paribus, to be sufficient user, as against a 
subsequent appropriator, to constitute infringement by the latter, 
in Salt Lake City. 

Considering the case as it was presented, and without refer- 
ence to any other questions, save those mooted in the pleadings, 
the briefs and arguments, we are of the opinion that the case should 
be reversed and remanded with directions to grant to plaintiff the 
relief for which it prays. Let an order be entered accordingly, 
with costs to be taxed in favor of appellant. 


RicHMoNpD RemepiEs Company v. Dr. Mites Mepicat Company 
United States Circuit Court of Appeals, Eighth Circuit 
November 22, 1926 


Trape-MarKs—“NervINE” For A Nerve Ton1c—RecistraTioN Unper Act 
or Jury, 1870, Herp Invatip—Non-INFRINGEMENT. 

The registration under the Act of July, 1870, made by appellant 
of the device of a man falling backward in a fit to be used in connec- 
tion with the words “Samaritan Nervine” as a _ trade-mark for 
nerve tonic, held invalid, inasmuch as the said Act was later declared 
unconstitutional. Accordingly, there was no infringement. 

Same—Same—Ricuts 1n Trape-Name or Descriptive Term. 

If a trade-name consists of descriptive word, no monopoly of the 
right to use can be acquired and others may use it provided they take 
the proper steps to prevent deception of the public. However, if 
such name is used by a “later comer” so that there is a likelihood 
that the public will be deceived and no sufficient steps are taken to 
prevent such deception, the “earlier comer” is entitled to protection. 

Same—Same—Unrair Competirion—DIisTINGuIsHING FEatures. 

In the case at issue, where labels and containers of the parties, 
used on their respective preparations, were distinct and dissimilar 
in respect of color, wording, form and general appearance, held that 
there was no cause of action and the decision of the lower court dis- 
missing the bill was affirmed. 


In equity. Action for alleged infringement and unfair com- 


petition. Bill dismissed. 


W. K. Amick (A. G. Knight, on brief), for appellant. 
E. S. Rogers (W. C. Michaels, on the brief), for appellee. 
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Before Circuit Judge Boorn and District Judges PHituips 
and JoHn B. Sansorn. 


Bootn, J.: Appellant, plaintiff below, brought suit for an 
injunction and damages on account of an alleged infringement of 
its trade-mark; also on account of alleged unfair competition in con- 
nection with the use of its trade-name. The suit was originally 
commenced in the State Court of Jackson County, Missouri, but 
was removed to the Federal Court on the ground of diversity of 
citizenship and the requisite amount involved. 

Motion was made to dismiss the bill on the ground that it 
failed to state facts sufficient in equity against defendant. The 
motion was heard on the bill and the exhibits referred to therein. 
The motion was sustained, and plaintiff refusing to further plead, 
decree was entered dismissing the bill. 

The bill is somewhat inartistically drawn, but the substance 
of its allegations is as follows: that in 1873 S. A. Richmond, living 
in St. Joseph, Mo., began the manufacture and sale of a medicine 
for the diseases of the nerves and nervous system, called “Samar- 
itan Nervine.” The manufacture and sale has been continued to 
the present time by Richmond or his successors, including plaintiff. 

That on March 26, 1878, Richmond registered in the Patent 
Office at Washington, D. C., the words “Samaritan Nervine” as a 
trade-mark in connection with the figure of a man falling back- 
ward in a fit; that since 1873 said Richmond and his successors 
have used the words “Samaritan Nervine” as a trade-mark in con- 
nection with the medicine; and have carried on a successful busi- 
ness; that Richmond and his successors, including plaintiff, have 
advertised said medicine by having the words “Samaritan Nervine” 
printed in large capital letters on two sides of the carton contain- 
ing the bottle in which the medicine is put up, and by having a 
label containing the same words pasted on the bottle, and by hav- 
ing the word “Samaritan” blown in the glass bottle on one side 
and the word “nervine” blown in on the opposite side; that plain- 
tiff’s medicine has been and is known by the public not only by the 
name “Samaritan Nervine,” but also by the name “Nervine” alone; 
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that by long use the word “Nervine’” acquired in the minds of the 
public a secondary meaning, viz., the particular medicine made and 
sold by plaintiff. 

That about the year 1919 the defendant began to infringe 
plaintiff's trade-mark, and was guilty of unfair competition in in- 
vading plaintiff's rights under its trade-name; that defendant made 
and sold a medicine which it called ““Nervine,” for diseases of the 
nerves and nervous system; that defendant used the word “Nerv- 
ine” in large capital letters on the cartons containing the bottles in 
which the medicine was put up; that defendant also pasted on the 
bottles a label containing the same word, and had the same word 
blown into the bottles; that defendant on April 26, 1921, registered 
in the United States Patent Office the word “Nervine” as a trade- 
mark, but that later upon the complaint of plaintiff this was can- 
celled; that these acts of defendant constitute an invasion and 
violation of the rights of plaintiff in its trade-mark and trade- 
name; that by these acts of defendant, consumers are misled and 
induced to buy defendant’s product ‘Nervine’ thinking they are 
buying plaintiff's “Samaritan Nervine’’; that defendant’s product 
is inferior to plaintiff's product, and that plaintiff has sustained 
loss and damage by reason of the acts of defendant. 

The cartons of plaintiff and defendant respectively, referred 
to in the bill, are here reproduced, (omitted in this report as suf- 
ficiently described, infra. ) 

Liberally construed, the bill attempts to set up a cause of 
action for infringement of a trade-mark; also a cause for unfair 


competition in connection with a trade-name. The main question 


to be determined is whether the allegations of the bill are sufficient 
for either purpose. 

As the Trade-Mark: The word “Nervine” is a descriptive 
word, meaning a nerve tonic, or a remedy for disorders of the 
nerves. The court will take judicial notice that it has been in use 
for more than a century and a half. It is a part of the public 
heritage. 

Being a descriptive word, it cannot be appropriated as a trade- 
mark at common law, either alone or in combination with the 
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word “Samaritan.” Standard Paint Co. v. Trinidad Asphalt Co., 
220 U. S. 446 [1 T. M. Rep. 10]; Warner § Co. v. Lilly § Co., 
265 U. S. 526 [14 T. M. Rep. 247]; Brennan v. Emery, Bird- 
Thayer, &c. Co., 108 F. 624 (C. C. A. 8); Computing Scale Co. v. 
Standard Co., 118 F. 985. 

Nor can it be registered under the Federal Statute relating 
to trade-marks unless it meets the requirement of the fourth proviso 
of Section 5 (b) of the Act of February 20, 1905 (33 St. 724). 
Thaddeus Davids Co. v. Davids, 233 U. S. 461, 470 [4 T. M. Rep. 
175]; Planten v. Gedney, 224 F. 382, 385 [5 T. M. Rep. 382]; 
Henderson v. Peter Henderson § Co., 9 F. (2d) 787 [16 T. M. 
Rep. 61]; Pulitzer Pub. Co. v. Houston Printing Co., 11 F. (2d) 
834 [15 T. M. Rep. 348]. 

No registration under that act is alleged by the bill in the 
case at bar. 

The registration of the trade-mark set forth in the bill gave 
plaintiff no rights in the words “Nervine” or “Samaritan Nervine” 
as a trade-mark, for two reasons: 

First, because the trade-mark registered did not contain either 
of the words. The trade-mark registered consisted solely of a 
picture of a man falling in an epileptic fit; his hat and cane drop- 
ping to the ground. This is apparent both from the exhibit at- 
tached to the complaint and also from the opinion of the court in 
Richmond Nervine Co. v. Richmond, 159 U. S. 293. 

Second, the act of Congress under which the registration was 
made (Act of July 8, 1870, 16 St. 198) was unconstitutional. T'rade- 
Mark: Cases, 100 U. S. 82. The allegations of the bill were there- 
fore legally insufficient to show that plaintiff had a trade-mark in 
the word “Nervine,” or in the words “Samaritan Nervine.”’ 

It follows from the foregoing that no cause of action was 
stated for the infringement of a trade-mark. 

As to the Trade-Name: ‘Though a descriptive word can not 
(unless within the proviso of the statute as above noted) become 
the subject of a trade-mark, nevertheless, when a person has 
adopted and for a long time used a word or words, descriptive or 
otherwise, as a trade-name until it has acquired a new or secondary 
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meaning, viz., a designation of a particular product or business as 
belonging to that person, the courts will protect him in his rights 
in relation to the trade-name. 

This is known as the doctrine of secondary meaning. Elgin, 
§c. Co. v. Ill. §c. Co., 170 U. S. 665, 673, 674; Standard Paint Co. 
v. Trinidad Asphalt Co., supra; Pillsbury-Washburn Co. v. Eagle, 
86 F. 608; Computing Scale Co. v. Standard Co., supra; Vacuum 
Oil Co. v. Climax Refining Co., 120 F. 254; G. W. Cole Co. v. 
American Cement, &c. Co., 130 F. 703; G. & C. Merriam Co. v. 
Saalfield, 190 F. 927 [2 T. M. Rep. 1]; Rubber, &c. Co. v. F. W. 
Devoe, §c. Co., 283 F. 150; Industrial, §c. Corp. v. Community 
Fin. Co., 294 F. 870; Chas. Broadway Rouss, Inc. v. Winchester 
Co., 300 F. 706; Newport Sand Bank Co. v. Monarch Sand Min- 
ing Co., 144 Ky. 7; Reddaway v. Banham § Co., 65 L. J. Rep. 
(n. s.) Q. B. Div. 381. 

Hopkins in his work on T'rade-Marks, Trade-Names, and Un- 
fair Competition (4th Ed.) p. 13, suggests the following definition 
of a trade-name: 


“A trade-name is a word or phrase by which a business enterprise 
or business location or specific articles of merchandise from a specific 
source are known to the public, and which when applied to merchandise 
is generic or descriptive and hence not susceptible of appropriation as 
a technical trade-mark.” 


In Vacuum Oil Co. v. Climax Refining Co., supra, the court 
said: 


“That a descriptive word or sign or symbol, descriptive from popular 
use in a descriptive sense, may acquire a secondary significance denoting 
origin or ownership, is true. But this secondary significance is not pro- 
tected as a trade-mark, for a descriptive word is not the subject of a 
valid trade-mark; the only office of a trade-mark being to indicate origin 
or ownership. 

“When a descriptive or geographical word or symbol comes by adop- 
tion to have a secondary meaning denoting origin, its use in the secondary 
sense may be restrained, if it amounts to unfair competition. In such 
case, if the use of it by another be for the purpose of palming off the 
goods of one as for the goods of another, a court of equity will interfere 
for the purpose of preventing such a fraud.” 


An unfair use of the trade-name may exist, though the exact 
name is not used, or though only part of the trade-name is used. 
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If enough of the trade-name is used by the “later comer’’ so that 
there is a likelihood that the public will be deceived, and no sufficient 
steps taken to prevent the deception, the “earlier comer” is entitled 
to protection. 

The rules and principles governing the rights of the owner 
of a trade-name are those governing unfair competition. The 
fundamental maxim is that a man may not palm off on the public 
his wares as being the wares of another. If the trade-name con- 
sists of a descriptive word, no monopoly of the right to use the 
same can be acquired. ‘This is but a corollary of the proposition 
that a descriptive word cannot be the subject of a trade-mark. 
G. §& C. Merriam Co. v. Saalfield, 198 F. 369 [2 T. M. Rep. 443]. 

Others may use the same or similar descriptive word in con- 
nection with their own wares, provided they take proper steps 
to prevent the public being deceived. Standard Paint Co. v. Trini- 
dad Asphalt Co., supra; Vacuum Oil Co. v. Climax Refining Co., 
supra; Allen B. Wrisley Co. v. Iowa Soap Co., 122 F. 796 (C. C. A. 
8); Heide v. Wallace & Co., 135 F. 346; Trinidad Asphalt Co. v. 
Standard Paint Co., 163 F. 977 (C. C. A. 8); G. §& C. Merriam 
Co. v. Saalfield, supra; S. R. Feil Co. v. Jno. E. Robbins Co., 220 
F, 650 [5 T. M. Rep. 163}. 

In Trinidad Asphalt Co. v. Standard Paint Co., supra, this 
court said: 

“But all must submit to the competition which comes alone from the 
fair and truthful employment of generic names and terms descriptive of 
the qualities and characteristics of articles of trade and commerce, un- 
accompanied by other acts designed to induce confusion and error in the 
mind of the public. 

“ * * * It would be a result unsustained by reason or authority 
if one, after vainly attempting through a trade-mark to secure a monopoly 
of a generic or descriptive word, should nevertheless be granted one by 
decree of a court, applying the doctrine of unfair competition to those 
who simply used the word in the appropriate naming or description of 
their goods, but in other respects plainly distinguished them from the 
goods of their competitor. 

“ * * * Unfair competition cannot arise from the mere use of 
words belonging to the public, accompanied by a fair and truthful state- 
ment of the ownership and source of manufacture.” 

In the case of Allen B. Wrisley Co. v. Iowa Soap Co., supra, 
this court speaking by Judge Sanborn said: 
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“The duty is imposed upon every manufacturer or vendor to so dis- 
tinguish the article he makes or the goods he sells from those of his 
rival that neither its name nor its dress will probably deceive the public 
or mislead the common buyer. He is not, however, required to insure 
to the negligent or the indifferent a knowledge of the manufacture or 
the ownership of the articles he presents. 

His competitor has no better right to monopoly of the trade of the 
careless and indifferent than he has, and any rule of law which would 
insure it to either would foster a competition as unfair and unjust as 
that promoted by the sale of the goods of one manufacturer as those of 
another. 

“One who so names and dresses his product that a purchaser who 
exercises ordinary care to ascertain the sources of its manufacture can 
readily learn that fact by a reasonable examination of the boxes or wrap- 
pers that cover it has fairly discharged his duty to the public and to his 
rivals, and is guiltless of that deceit which is an indispensable element 
of unfair competition.” 


In determining whether a plaintiff's rights in his trade-name 
have been invaded by defendant’s use of the same or a similar 
name, the surest and most satisfactory test is inspection; and where 
the use of the trade-name is on labels or cartons they must be in- 
spected as a whole and not merely for points of resemblance. 
P. Lorillard Co. v. Peper, 86 F. 956, 960 (C. C. A. 8); Postum Cer. 
Co. v. American, &§c. Co., 119 F. 848; G. W. Cole Co. v. American 
Cement, &c. supra; Viavi Co. v. Vimedia Co., 245 F. 289 (C. C. A. 
8) [7 T. M. Rep. 609]; Haller Baking Co. v. Ward Baking Co., 
295 F. 681 [14 T. M. Rep. 265]. 

In view of the foregoing principles, we assume that plaintiff 
has, as alleged in the bill, a valid trade-name in the words “Samari- 
tan Nervine” and in the word “Nervine.” The remaining inquiry 
is: Does the bill by its allegations show an invasion of plaintiff's 
rights by the defendant? 

The bottles containing the medicine of plaintiff and defendant 
respectively, the labels on the bottles, and the cartons containing 
the bottles, were all made part of the bill by reference and were 
before the trial court. They are also before this court. 

They are physical items which characterize, qualify and limit 
the allegations of the bill. They constitute the concrete embodi- 
ment of those allegations. 

The bottles are dissimilar. They differ in shape and appear- 
ance. 
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Plaintiff's bottles show blown into the glass the words 
“Samaritan Nervine’—also its present trade-mark consisting of 
a likeness of Dr. Richmond, together with his name and the words 
‘“Trade-Mark.” Defendant’s bottles show blown into the glass 
the words “Dr. Miles Medical Co.” 

The labels on the bottles are entirely dissimilar. They differ 
both in color and contents. 

Plaintiff's label has at the top a picture of Dr. Richmond 
with the words “Trade-Mark’’—also the words “Samaritan Nerv- 
ine.” Next, in smaller type are directions for using the medicine. 
Then follows the statement: 

“Manufactured only by Richmond Remedies Company, St. 
Joseph, Mo., U. S. A., Successors to Dr. S. A. Richmond Nervine 
Co.” 

The labels on defendant’s bottles have at the top the words 
“Dr. Miles’ Nervine.” Next follows the same double face picture 
which is shown on the carton above. Then follows the statement: 

“Prepared at the Dr. Miles’ Medical Co.’s Laboratory, 
Elkhart, Indiana.” 


Without going seriatim through the points of similarity and 


dissimilarity, it is sufficient to say that they differ materially from 


each other in form, color, appearance, and contents, as the most 
casual inspection will show. 

The words of Mr. Justice Brewer in the case of P. Lorillard 
Co. v. Peper, supra, are quite apposite here— 


“The difference is such that the eye will take it in at a moment’s 
glance. Summing it all up, while there are certain minor points of resem- 
blance which have been forcibly urged upon our attention by the counsel 
for plaintiff, yet, looking at two packages with their labels—taking the 
tout ensemble—it appears to us clear that they are so essentially different 
that no one of ordinary intelligence, desiring to buy the one kind of 
tobacco, would be misled into buying a package of the other. * * * 

“We cannot surrender our own judgment in this matter because 
others may be of a different opinion, or because it happens, in isolated 
instances, that some purchaser was so careless as not to detect the dif- 
ferences. It may well be that, where many sales were made, some individ- 
uals, not particularly attentive, may have purchased the defendant’s sup- 
posing they were purchasing the plaintiff's package. 

“Such things will happen in the ordinary course of business, no matter 
how great the differences; and the fact that they do happen, while it is not 
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to be ignored, is not to outweigh the evidence which comes from a personal 
inspection of the packages and labels.” 


Considering the allegations of the bill together with the ex- 
hibits, we are of the opinion that no cause of action was stated 
for unfair competition in connection with the trade-name. The 
bill, stating no cause of action in equity, was properly dismissed. 

Decree affirmed. 


Sioney R. Feit, Doine Business as THE Ivo-San Laporarory Vv. 
AMERICAN SERUM CoMPANY 


United States Circuit Court of Appeals, Eighth Circuit 


November 10, 1926 


Trape-Marxs anv Trape-NamMes—“WorMIx” For VETERINARY SpeEciric Nor 

DESCRIPTIVE. 

The word “Wormix,” used as a trade-mark on powder for ex- 
pelling worms from the alimentary tract of hogs, sheep and cattle, 
held not descriptive.. 

Same—“Worm-X” Hep to Inraince “Wormrx.” 

The word “Worm-X” held to infringe “Wormix,” both used on 
specifics for the treatment of worms in domestic animals; and the 
decision in favor of defendant was reversed. 

In equity. Action for trade-mark infringement. From a 


decision in favor of defendant, plaintiff appeals. Reversed. 


B. M. Kent (Kwis, Hudson and Kent, on brief), of Cleveland, 
O., for appellant. 

G. T. Struble (Jepson, Struble, Anderson and Sifford on 
brief), for appellee. 


Before Circuit Judge SaNzorn and District Judge Woop- 
ROUGH. 


Sanporn, J.: This is an appeal from a decree of dismissal of 
a suit by the complainant Feil, the owner of the trade-mark 
“Wormix,” No. 161,134, registered November 7, 1922, to recover 
damages inflicted upon him by the defendant, American Serum 
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Company, a corporation, by its infringement of his trade-mark by 
its use of the colorable imitation ““Worm-X,” and for an injunction 
against further infringement. The court below dismissed the bill 
on the ground that “Wormix” was incapable of becoming a trade- 
mark because it was descriptive. 

In this court the case presents two questions: (1) Was 
‘“‘Wormix” so descriptive that it was disqualified from becoming a 
trade-mark? and (2), If it was not, was the use by the defendant 
of “Worm-X” in competition with it a colorable imitation and an 
infringement of that trade-mark? 

In the year 1920 the complainant was and ever since has been 
engaged under the name of the Ivo-San Laboratory at Cleveland, 
Ohio, in the manufacturing, compounding and selling of remedies 
for the diseases and affections of hogs, other livestock and poultry. 
One of these remedies manufactured and sold by it was for the 
treatment of hogs, horses, sheep and cattle for worms in the ali- 
mentary tract. 

This remedy the complainant made in the form of a powder 
packed in boxes on which it securely placed this mark ‘“Wormix” 
and sold the remedy so marked in commerce among the states from 
about March, 1921, until the present time. On November 7, 1922, 
he registered “Wormix”’ as his trade-mark and obtained his certifi- 
cate of registration thereof. 

He advertised his remedy under this mark in many trade 
papers at great expense, built up a valuable good-will and very 
profitable business. He has succeeded in selling his remedy so 
marked in more than three-fourths of the States in the United 
States. 

In 1922 the defendant commenced to make and sell in a 
liquid form in bottles and like containers a remedy to expel worms 
from the alimentary tracts of hogs. The defendant called, placed 
on and secured to its containers in which it sold this remedy the 
mark ““Worm-X” and advertised and sold it under that name in 
competition with the complainant’s remedy and thereby diminished 
and injured the business of the complainant and continues so to do. 

On May 26, 1923, the complainant in writing notified the 
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defendant that he owned and was using this trade-mark “Wormix” 
and requested it to desist from the use upon its remedy of the 
mark ‘“Worm-X” on the ground that it was an infringement of the 
complainant’s mark. The defendant answered in writing that it 
was sure that its mark was not an infringement upon the com- 
plainant’s trade-mark, continued to use the alleged infringing mark 
and thereupon the complainant commenced this suit. 

We turn to the question whether ‘““Wormix” was so descriptive 
as to render it incapable of becoming a valuable trade-mark. It 
seems to us that to the minds of the owners and dealers in hogs 
and cattle and in the remedies for their afflictions, as well as to the 
public generally, this ““Wormix’’ could not have suggested, much 
less have described, the complainant’s remedy, its ingredients, or its 
object. 

There was no such word when the complainant conceived and 
placed ““Wormix” on his containers as his trade-mark. To others 
than the complainant it had no meaning, was unintelligible, con- 
veyed no information regarding his remedy, its ingredients, his 
purpose or object. 

Now, after its use for many years to designate his medicinal 
powder which relieves the alimentary tracts of hogs of worms. it 
is contended that it describes his remedy, because ““Wormix” was 
formed by affixing the word “worm” to the “mix” of mixture. But 
there is no evidence that the conception of this mark “Wormix”’ 
ever existed in any mind but that of the complainant until after 
he had conceived it and long used it to mark and sell his product. 

And, even if the mark was composed in the way claimed, we 
are not persuaded that ‘““Wormix” would describe or mean to others 
than those already familiar with the remedy and the use of it, its 
ingredients and effect, or the purpose or object of the remedy. 

Moreover, this is not a suit for unfair competition; it is a 


simple suit for the infringement of a trade-mark, duly registered 
under the Act of Congress of the United States. In such a suit the 
disqualification of a mark to become or be a valid trade-mark 


because it is descriptive must be determined by the provision of 
the Act of Congress that: 
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“No mark which consists merely in the name of an individual * * * 
or merely in words or devices which are descriptive of the goods with 
which they are used, or of the character or quality of such goods, or merely 
of a geographical name or term, shall be registered under the terms of 
this act.” Compiled Statutes, Sec. 9490. 


We perceive nothing in “Wormix” to disqualify it from be- 
coming a valid trade-mark under this statute. The complainant 
applied for its registration, the authorized and expert examiners 
in the Patent Office unavoidably considered and adjudged that 
‘“Wormix” was not descriptive within the meaning of the act of 
Congress when they registered it and issued their certificate of 
registration, and the strong legal presumption is that the decision 
of this question by these qualified experts was correct. 

The courts have sustained many trade-marks which came 
much nearer to being descriptive than does this trade-mark 
‘“Wormix.” In Le Blume Import Co. v. Coty, 293 Fed. 344, 358, 
[13 T. M. Rep. 233], the Circuit Court of Appeals of the 
Second Circuit said: 

“We think that a word which is not in general or common use, and is 
unintelligible and non-descriptive to the general public, although it may 
be known to linguists and scientists, may properly be regarded as arbitrary 
and fanciful, and capable of being used as a trade-mark or a trade-name; 
and a word which has become obsolete, which is unintelligible and non- 
descriptive to the general public, may be regarded as arbitrary and fanci- 
ful, and entitled to be used as a trade-mark.” 

“We are satisfied that upon this record the word ‘Lorigan’ was proper- 
ly registered as a trade-mark.” 

It is not always fatal to a qualification of a trade-mark for 
registration that it is composed of parts of two words: “Cottolene”’ 
in Fairbanks v. Central Lard Co., 64 Fed. 133; “‘Cuticura” in 
Potter Drug & Chemical Corp. v. Miller, 75 Fed. 656; “Ceresota” 
in Northwestern Consol. Mill. Co. v. Mauser & Cressman, 162 Fed. 
1004; “Holeproof” in Holeproof Hosiery Co. v. Wallach Bros., 
172 Fed. 859 [2 T. M. Rep. 153]. 


In our opinion this trade-mark “Wormix” was not descriptive 
within the fair meaning of that term in the adjudication of the 
qualification of alleged trade-marks for registration. It seems to 
us to have been clearly entitled to registration and to be a valid 
trade-mark. 
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The other question in this case is: Was the use by the defend- 
ant of ‘““‘Worm-X”’ on its remedies, made and sold by it in competi- 
tion with the remedies and lawful trade-mark of the complainant, 
a violation of the statute and an infringement of that trade-mark? 


The statute declares that: 


“Any person who shall, without the consent of the owner thereof, re- 
produce, counterfeit, copy, or colorably imitate any such trade-mark and 
affix the same to merchandise of substantially the same descriptive prop- 
erties as those set forth in the registration, or to labels * * * * or 
receptacles intended to be used upon or in connection with the sale of 
merchandise of substantially the same descriptive properties as those set 
forth in such registration, and shall use, or shall have used, such re- 
production, counterfeit, copy, or colorable imitation in commerce among 
the several States, or with a foreign nation, or with the Indian tribes, 
shall be liable to an action for damages thereof at the suit of the owner 
thereof.” Compiled Statutes, Sec. 9501. 


The defendant claims that it did not become liable for 
damages and to an injunction under this statute because its mark 
“Worm-X” was not a counterfeit, a copy or colorable imitation of 


the complainant’s trade-mark “Wormix.” But the two marks are 
practically idem sonans, they look alike, they are distinguishable 
by ordinary purchasers only by sharp and concentrated inspection. 

The testimony of the eyes is conclusive that they are likely 
to cause confusion and mistake by the public and to deceive pur- 
chasers to buy the product of the defendant in the belief that it is 
the product of the complainant. 

The mark “Worm-X” is in our opinion clearly a colorable 
imitation of “Wormix.” It is incredible that the defendant would 
ever have conceived or used ‘““Worm-X” if it had not previously 
seen “Wormix” and known that the complainant was using it to 
identify and sell his product. 

The complainant notified the defendant in writing of his reg- 
istered trade-mark and requested it to cease its infringement, and 
it declined to do so. In suits for infringement of registered trade- 
marks, where the defendant has refused on notice to cease the 
use of an infringing device and has continued to infringe, neither 
a fraudulent intent to injure the complainant nor an actual mis- 
leading of the public need to be proved. 
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They will be and are presumed. Lawrence Mfg. Co. v. Ten- 
nessee Mfg. Co., 138 U. S. 537, 548, 549; Church § Dwight Co. 
v. Russ, 99 Fed. 276, 279. 

The decree below must be reversed and the case must be re- 
manded to the court below with directions for further proceedings 
consistent with the views expressed in this opinion, and it is so 
ordered. 


Tue Coca-Coia Company v. JosePH DEpPoLo 


United States District Court, Eastern District of New York 


February 1, 1927 


‘Trape-Marxs—Unrair Competition—“Coca-Cota”—Setiine Ditutep Syave 
as GENUINE—INSUNCTION. 
The sale by defendant of diluted “Coca-Cola” syrup as and for 
the genuine held enjoinable by preliminary injunction. 
In equity. Action to restrain unfair competition. Motion 
granted. 
Nims & Verdi, of New York City, for plaintiff. 
Hyman Podell, of New York City, for defendant. 


CampPBELL, D. J.: This is a motion for a preliminary injunc- 
tion. The affidavits on behalf of the plaintiff are full and complete, 
and the defendant in his affidavit says: 


“We find in the plaintiff's affidavits considerable evidence, giving posi- 
tive proof that a diluted Coca-Cola syrup was being sold at the soda 
fountains in Steeplechase, and there is nothing left to do but to concede 
for the purposes of this motion that such statements are true.” 


It is therefore unnecessary to give any further consideration 
to that branch of the subject. 

The evidence that pure Coca-Cola was delivered to the defend- 
ant by the jobber is convincing and for the purpose of this motion 
is found to be true. 

The defendant says he is not the owner but simply the man- 
ager of the stands in question. 
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For the purposes of this motion I find that he is and was 
the owner; but if he was not, by his own admission he was the 
manager in charge, with authority; and even in that event the plain- 
tiff would have the right to restrain him. 

Motion granted. Preliminary injunction to issue on plaintiff 
giving bond in the sum of one thousand dollars. 

Settle order on notice. 


Epwarp C. Horsrra Co. er. at. v. Horstra Mre. Co. 
(251 Pac. Rep. 745) 
Supreme Court of Oklahoma 
December 21, 1926 


TrapeE-Marks aND Unrairr CompetiTion—Use or MiIsLteapING SIGNS oR 

TOKENS. 

All practices between business rivals which tend to engender 
unfair competition are odious to the law and will be restrained by 
the courts. No man will be permitted to make use of signs or tokens 
which serve to confuse the identity of his business with that of another 
so as to mislead the public and divert business from his competitor 
to himself. 

Same—Same—Ricur to Use Own Name—‘Horstra.” 

Every one has the absolute right to the use of his own name 
honestly in his own business and has the right to permit its use by 
a corporation with which he is connected, but the corporation on 
whom the right is conferred will not be permitted to resort to any 
artifice in connection with its use so as to induce the public to believe 
that its products are products of another established company, en- 
gaged in a similar business, and rightfully using the same individual’s 
name. 


Action for unfair competition. Judgment for plaintiff, and 
defendants appeal. Affirmed. 


F. E. Riddle, of Tulsa, Okla., for plaintiffs in error. 
Randolph, Haver & Shirk, H. M. Gray, and Biddison §& Camp- 
bell, all of Tulsa, Okla., for defendant in error. 


Ray, C.: At the suit of Hofstra Manufacturing Company, a 
corporation, Edward C. Hofstra Company, a corporation, J. W. 
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Sanders, and Edward C. Hofstra, plaintiffs in error, were 
perpetually enjoined from certain practices in advertising 
and selling certain products manufactured and sold by the 
Edward C. Hofstra Company. The parties are agreed that the 
sole question involved is that of unfair competition. 

In 1915 Edward C. Hofstra and others organized the Hofstra 
Fly & Insect Destroying Company, a corporation, for the manufac- 
ture and sale of an insecticide. Certificates of 55 shares of the 
capital stock were issued to Edward C. Hofstra in exchange for 
the formula for its manufacture owned by him, and he was made 
general manager. The name was later changed to Hofstra Manu- 
facturing Company and the word “Hofstra” was adopted as the 
trade-name for the insecticide. June 6, 1917, Edward C. Hofstra 
sold to the company all his interest for $300 per share and retired 
from the business. He agreed that he would not, for a period of 
two years, manufacture or sell any insecticide; that he would not 
use or permit the use of the word “Hofstra” by any other person, 
firm, or corporation, manufacturing or dealing in any insecticide 
or rat or mice destroyer compound during the time that the Hofstra 
Manufacturing Company was engaged in business. The concluding 
paragraph of the agreement is as follows: 

“Tt is mutually agreed and understood that should the parties of the 
second part, or either of them, fail, neglect, or refuse to perform or 
abstain from any of the provisions of this contract, as the case may 
require, that then and in that case the damages to the party of the first 
part being incapable of computation or calculation are hereby liquidated 


at the sum of $10,000, which sum said second parties hereby agreed and 
bind themselves to pay to the party of the first part.” 


Although plaintiff company has engaged in the manufacture 
and sale of the insecticide only, it was understood at the time the 
company was organized that ultimately it would manufacture and 
sell a complete line of remedies and medicines of the same general 
class as the insecticide. At the time it commenced business, it 
adopted the name “Hofstra” as a name to designate its products. 
It made the word “Hofstra” the dominant feature of its advertise- 
ments for the purpose of impressing it upon the minds of the pub- 
lic as a distinctive trade-name for its products, and for that pur- 
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pose expended from $35,000 to $50,000 annually in advertising 
in leading newspapers and farm journals throughout the country, 
and in window trims, window strips, display cards, etc. For its 
cartons, boxes, and containers it adopted and used a color scheme 
of red, yellow and black, and on all of them the word “Hofstra” 
was made prominent and conspicuous. By these methods, aided 
by its travelling men in 28 states, it built up a business in the 
name of Hofstra Insecticide of approximately $400,000 annually. 

In all of its newspaper and display advertisements, the cor- 
porate name of the company was made subordinate to the word 
“Hofstra” which was always printed in larger type for the pur- 
pose of identifying the word “Hofstra” with its products in the 
mind of the general public. The word “Hofstra” had no value, 
other than as the surname of Edward C. Hofstra, prior to the 
incorporation of the plaintiff company. Its only value was given 
to it by the manufacture, sale, and advertisement of the plaintiff 
company’s products. In order to familiarize the public with the 
name of its product, the word “Hofstra” was always used on its 
containers in connection with its color scheme of red, yellow, and 
black. 

In 1919 Edward C. Hofstra, joined with the defendant J. W. 
Sanders and others, organized the Edward C. Hofstra Company 
with its place of business in the 400 block on Main Street, of 
Tulsa, being two blocks from the place of business of the plaintiff 
company. The name “Edward C. Hofstra Company,” was placed 
on its window in small letters and running across the transom in 
large letters the words “Hofstra Company.” It began the manu- 
facture and advertisement and sale of an insecticide and other 
products. As a trade-mark for its insecticide, it registered with 
the patent office the name “El Dorado.” It entered upon a course 
of advertising, the extent of which is not made clear by the evi- 
dence, and in its advertisements and on the labels upon its boxes 
and containers for its products, the word “Hofstra” was always 
printed in large type. In the newspapers they referred to their 
product as “new Hofstra products,’ “Hofstra El Dorado Insec- 
ticide,’ “Hofstra Egg Preserver,’ Hofstra Foot Ease,” etc. It 
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adopted a color scheme for its containers not like, but so nearly 
similar to, that of the plaintiff company as to mislead the casual 
observer. This resulted in great confusion among those having 
business with the two concerns. Mail, express, and freight intend- 
ed for one was often delivered to the other. Orders for goods, 
checks in payment, and communications of different kinds intended 
for one reached the other. In a large number of cases the plain- 
tiff company received complaints of the quality of its product 
delivered and, on investigation, it was found that it was the prod- 
uct of the defendant company. In more than one instance, the 
plaintiff company’s check was refused payment upon the belief 
that it was the defendant company’s check. Credit reports were 
made upon one as for the other. The defendant company finally 
filed a voluntary petition in bankruptcy, and attorneys reported 
the bankruptcy proceeding as that of the plaintiff company. The 
trade having become so familiar with the word “Hofstra” by plain- 
tiff’s extensive advertisement of that word, letters containing orders 
or checks in payment were often addressed to the “Hofstra’’ Com- 
pany. 

While the trial court made extensive findings of fact, we think 
the foregoing is sufficient to show the confusion in trade caused by 
the common use of the word “Hofstra.” The trial court found 
that the method adopted by the defendant company in the use of 
the word “Hofstra,” as shown by its advertisements, and in con- 
nection with the color scheme used by it and the similarity of 
wording used on its containers and labels, so misled the public as 
to the source and identity of the product that the trade and public 
were confused and mistook the goods of the defendant company 
for the goods of the plaintiff company. We think that finding is 
fully sustained by the evidence. 

It is contended that plaintiff's remedy is one at law to recover 
the liquidated damages provided in the contract between plaintiff 
company and Edward C. Hofstra, and therefore injunction will 
not lie. No authorities are cited to support this contention. But 
we think the question is not involved here. The Edward C. Hof- 
stra Company, whose business practices are complained of as un- 
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fair competition, was not a party to that contract. No contractual 
relations exist between the plaintiff company and the defendant 
company. Edward C. Hofstra Company, a corporation, is in law 
a distinct person from Edward C. Hofstra, one of its incorpora- 
tors and officers. The defendant company, as to the question in- 
volved here, stands in the same position as if Edward C. Hofstra 
had never been a stockholder, incorporator, or otherwise interested. 
Chas. S. Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 39 N. F. 
490, 27 L. R. A. 42, 43 Am. St. Rep. 769. 

As to the question of unfair competition, we have concluded, 
after a careful examination of the many authorities cited, that the 
rule laid down and applied by this court in O. K. Bus §& Baggage 
Co. v. O. K. Transfer § Storage Co., 63 Okl. 311, 165 P. 136, L. 
R. A. 1918A. 956 [7 T. M. Rep. 371], is, in substance, the rule 
generally adopted. 

“All practices between business rivals which tend to engender unfair 
competition are odious to the law and will be restrained by the courts. 
No man will be permitted to make use of signs or tokens which serve to 


confuse the identity of his business with that of another so as to mislead 
the public and divert business from his competitor to himself.” 


The finding of the court, fully sustained by the uncontroverted 
testimony, was, in substance, that the plaintiff corporation was 
organized, with Edward C. Hofstra as manager, for the purpose 
of the manufacture and sale of a powder which, it claimed, would 
kill insects; that the word “Hofstra” was adopted and used as 
the name of its product; that Edward C. Hofstra sold his interest 
to the company and disassociated himself from it; that, after the 
company had by a systematic, extensive, and expensive course of 
advertising, popularized the name and built up a large and lucrative 
business, the new company (the Edward C. Hofstra Company) 


was organized by Edward C. Hofstra and others for the purpose 


of engaging in a similar business; that it made the same name 
“Hofstra” prominent as the trade-name for its products for the pur- 
pose of leading the public to believe that its products were the 
products of the other company and succeeded in its purpose, as 
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above stated. In this we think it brought itself clearly within the 
case of O. K. Bus & B. Co. v. O. K. Transfer Co., supra. 

It is contended that Edward C. Hofstra has the right to use 
his own name, and it cannot be adopted and used as a trade-mark 
or trade-name to the exclusion of his right to use it. The authori- 
ties cited sustain that view. He has the right to confer upon the 
company or corporation in which he is interested the right to the 
use of his name; but, in so doing, he cannot confer the right to 
adopt and use it in competition with an established concern, right- 
fully using the same name, and engaged in a similar business, in 
such way as to confuse the identity of their products and thereby 
divert to itself the business of the other. 

The rule was thus stated by Mr. Justice White in Singer Mfg. 
Co. v. June Mfg. Co., 163 U. S. 169, 16 S. Ct. 1002, 41 L. Ed. 118: 

“Every one has the absolute right to use his own name 
honestly in his own business, even though he may thereby incidently inter- 
fere with and injure the business of another having the same name. In 
such case the inconvenience or loss to which those having a common right 
are subjected is damnum absque injuria. But although he may thus use 
his name, he cannot resort to any artifice or to do any act calculated to 
mislead the public as to the identity of the business firm, or establishment, 
or of the article produced by them, and thus produce injury to the other 
beyond that which results from the similarity of name.” 

In Howe Scale Co. v. Wyckoff, Seamans § Benedict, 198 U. S. 
118, 25 S. Ct. 609, 49 L. Ed. 972, Chief Justice Fuller said: 


« * #* * But if every man has the right to use his name reasonably 
and honestly, in every way, we cannot perceive any practical distinction 
between the use of the name in a firm and its use in a corporation. It is 
dishonesty in the use that is condemned, whether in a partnership or cor- 
porate name, and not the use itself. * * * The question is whether 
his use is reasonable and honest, or is calculated to deceive. ‘It is a 
question of evidence in each case whether there is false representation or 
not.’” 


And quoted from an opinion of Mr. Justice Brown in Brown 
Chemical Co. v. Meyer, 139 U. S. 540, 11 S. Ct. 625, 35 L. Ed. 


247, where, referring to the cases of injunctions restraining the 


use of one’s own name where fraud upon another was manifestly 
intended, or where he had assigned or parted with his right to use 
it: 
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“These cases obviously apply only where the defendant adds to his 
own name imitations of the plaintiff’s labels, boxes, or packages, and 
thereby induces the public to believe that his goods are those of the 
plaintiff.” 


It is fully shown by the evidence in this case, as found by 
the trial court, that the name “Hofstra” was made especially prom- 


inent in its advertisements and on its boxes and containers, in 
connection with its color scheme so nearly similar to that of the 
plaintiff company, for the purpose of inducing the public to believe 
that its goods were the goods of the other company, and in many 
cases purchasers were misled to the detriment of the plaintiff com- 
pany. 

The contention that the trial court found that no fraud in fact 
was practiced by the defendant company cannot be sustained. The 
court’s finding was: 

“The court concludes, as a matter of law, that the facts in the case at 
bar do not constitute fraud and deceit, as that is ordinarily used at the bar, 
but that the facts show that the public were defrauded and deceived by 
the goods and advertisements, cartons, boxes, and packages of the defend- 
ant company.” 

When the finding is considered in connection with the evidence 
and law governing, we think it is clear that it was meant by the 
language used that, while the evidence did not show that any one 
had actually been defrauded of money or other thing of value, the 
public had been induced by the advertisements, cartons, boxes, and 
packages of the defendant company to believe that its products 
were the products of the plaintiff. This finding of the court, amply 
sustained by the evidence, clearly brings the case within the rule 
announced by this court and the Supreme Court of the United 
States, as above stated. 

It is contended that the decree cannot be justified for the 
reason that it enjoins the defendant company from advertising and 
selling its products other than its insecticide, since an insecticide 
is the only product put out by the plaintiff company. As we 
understand the decree, the defendants are not restrained from sell- 
ing or advertising any of its products, including its insecticide, but 
are enjoined from so advertising its products on its boxes, con- 
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tainers, etc., or otherwise, as to mislead the trade or the public into 
assuming that its goods are the goods of the plaintiff company. 
The right of the defendant company to use its trade-mark 
“El Dorado” in advertising and selling its insecticide is not pro- 
hibited by the decree nor questioned here. It is only by the use 
of the word “Hofstra” in connection with it, so as to appear as 
“Hofstra’s El Dorado Insecticide,’ as advertised and used in 
connection with the color scheme, in imitation of the plaintiff com- 
pany, so calculated to mislead the public into believing that its 
goods were that of the plaintiff company, that it finds condemna- 
tion in the decree and the rules against unfair competition. 
Complaint is made that Edward C. Hofstra and J. W. Sanders, 
organizers and managers of the defendant company, were included 
in the injunctive decree. A corporation speaks and acts through 
and by its officers and managers. It was at their direction that 
the unfair competition was practiced, and it is not made to appear 
that they suffered any wrongful detriment by being restrained. The 
only evidence offered by the defendants was that the cord “El 
Dorado” had been recorded as the trade-mark for its insecticide. 
We are unable to see any merit in the contention that the 
decree is not sufficiently specific to settle the issues. The judgment 
is affirmed. 
Per Curiam. Adopted in whole. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Kinnan, F. A. C. Held that applicant is not entitled to 
register as a trade-mark for pumps the mere coloring of the pump 
grey uniformly over its entire surface, on the ground that a mark 
consisting of mere color, unconnected with any design or symbol, 
is not registerable as a trade-mark. 

In his decision the First Assistant Commissioner said: 


“So far as the instant case is concerned, the pump may be regarded 
as of a conventional design and as an article of manufacture or a machine 
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which may be sold for use in various relations where such mechanism is 
employed. It is the usual practice to paint pumps of this character some 
suitable color both for ornamental and protective purposes.” 


After referring to statements by jobbers and dealers that the 
trade had come to recognize this grey colored pump as manufac- 
tured by the applicant, the First Assistant Commissioner said: 


“It is believed, notwithstanding the statements of jobbers and dealers 
presented in this case, that merely coloring the entire pump grey does 
not constitute a registrable trade-mark. Grey is one of the standard 
colors and would not be distinctive or characteristic of the goods to 
which it is applied nor would such color suggest, save to those who may 
have had immediate dealings with the applicant company and be quite 
familiar with its factory practices, either the ownership or origin of the 
goods.” 


and then, after citing and quoting from a number of decisions 
holding that mere color can not constitute a valid trade-mark, said: 


“While the applicant has sought to draw a parallel between his case 
and that of the registration of a mark consisting of a colored tool handle, 
yet it is not believed that the case referred to is fully analogus to the 
case at bar and even if the analogy were established, it is not persuasive 
the applicant company should be permitted to register as a trade-mark 
a mere color applied uniformly to the entire pump structure.” ? 


Conflicting Marks 


Kinnan, F. A. C.: This case comes on for review, on 
appeal of the applicant, Auto Radiator Manufacturing Company, 
of the decision of the examiner of trade-mark interferences sustain- 
ing the opposition filed by the Hexcel Radiator Company and ad- 
judging the applicant not entitled to the registration for which 
it has applied. 

The applicant seeks registration of a mark or notation consist- 
ing of the word “Sixcel,” arranged with the smaller letters at the 
beginning and end of the notation and the intervening letters 
elongated so that the central portion of the “X”’ is longest. In a 
general way, the outline of the notation is in the form of a six- 
sided figure. 

The opposer has set up prior use by its predecessor in busi- 
ness of a mark comprising the notation “Hexcel” arranged within 
a six-sided figure which latter may have a red or black background, 


*Ex parte The Duro Pump & Mfg. Co., 151 M. D. 382, Jan. 8, 1927. 
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there being a cross with the longer member horizontal arranged 
centrally across the face of the figure. The opposer company 
claims ownership of registration No. 193736, January 6, 1925, 
issued to its predecessor, Opitz Manufacturing Company. Opposer 
also claims ownership of registration No. 178208, issued January 
8, 1924, to the same predecessor in business for a mark consisting 
of the notation “Hexcel Excels.’”’ Both parties use their marks 
upon automobile radiators. There is some evidence that the radi- 
ators upon which the marks are used are composed of six-sided 
cells, although this matter is unimportant except to indicate a pos- 
sible reason for the adoption of the suggestive marks. 

Both parties have taken testimony and priority of adoption 
and use by the opposer company has been clearly established. Since 
the goods are the same and there is no dispute but that opposer 
was first in the field, the question to be reviewed is limited to that 
of the similarity of the marks. 

It has been strenuously urged by the applicant company that 
no confusion of goods has been shown. The parties are located 
about 90 miles apart, but it is alleged on the part of the opposer 
that the applicant’s business has not reached such magnitude as to 
have brought the latter’s use of its mark to the attention of the 
opposer. There is no satisfactory evidence as to any extensive 
use by the applicant company of its mark upon its goods. There 
is some testimony that the opposer company has done a consider- 
ably larger business, there being testimony that $20,000 was spent 
in advertising by the opposer’s predecessor in business. It is 
believed, under all the circumstances here presented, that the ab- 
sence of proof of confusion is not conclusive that there is no like- 
lihood of confusion in the future, if the two marks appear upon 
the same class of goods in the same market. The prefix “hex” is 
from the Greek, meaning six and, in consequence, the significance 
of the notations “Hexcel” and “Sixcel” is substantially the same. 
It is believed the appearance, spelling and sound of these two 
words are so nearly alike that confusion of goods or of origin 
would be inevitable. ‘The opposer company has clearly established 
use of its mark for a year prior to the date of adoption and use 
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by the applicant of its mark. While it is not believed any doubt 
exists in the instant case, yet if doubt existed, such doubt should 
be resolved against the newcomer in accordance with the established 
rule. 

The decision of the Examiner of Trade-Mark Interferences 
sustaining the opposition and adjudging the applicant company not 
entitled to the registration for which it has applied is affirmed.” 


Functional Element of Goods 


Kinnan, F. A. C.: The applicant has appealed from the 
decision of the Examiner of Trade-Marks denying registration of a 
peculiar design as a trade-mark for a rubber tire. The design is 
repeated entirely around the tread surface of the tire and consti- 
tutes an irregular tread. 

In effect, therefore, the applicant is seeking registration of 
the peculiar or special markings constituting the tread of a rubber 
tire. 

It is not of record that any prior use by others of this particu- 
lar tread surface has been shown. The fact that the tread is given 
this uneven surface primarily for the purpose of preventing skid- 
ding and that the surface constitutes an integral part of the tire 
itself are the grounds upon which registration has been refused. 

The holding of the court in the case of In re The Goodyear 
Tire & Rubber Co., 339 O. G. 764, 55 App. D. C. 400, has been 
relied upon as determinative of the case at bar. 

The appellant has strenuously urged that while tire treads 
of uneven surface are, admittedly, for mechanical purposes, such 
as increasing wear and eliminating skidding, yet the particular 
design of the surface of the applicant’s tread is for the additional 
purpose of indicating origin or ownership of goods. The appellant 
has noted several adjudicated cases in support of its contention 
that the registration sought should be granted. 

These cases are the North British Rubber Co., Ltd. v. Racine 
Rubber Tire Co., of New York, Inc., 271 Fed. Rep. 986, C. C. A. 


* Hexcel Radiator Co. v. Auto Radiator Manufacturing Co., 151 M. D. 
395, Jan. 27, 1927. 
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2d Cir.; Rowe v. Blodgett § Clapp Co., 112 Fed. Rep. 61, C. C. A. 
2d Cir., and Capewell Horse Nail Co. v. Mooney, 167 Fed. Rep. 
575, afirmed in 172 Fed. Rep. 826, C. C. A. 2d Cir. 

In the Goodyear Tire & Rubber Company case, the applicant 
sought registration of the diamond tread of the well-known Good- 
year tire as a trade-mark. The court stated: 

“The diamond-shaped projections, which appellant claims as a trade- 
mark, are clearly descriptive of the goods on which they are used, since 
they form a very essential part of the goods itself. In other words, these 
projections are molded on the face of a rubber tire either to enhance the 
wear or to prevent skidding, or both.” 

In the applicant’s case, the purpose of the peculiar design 
or configuration of the tread is mechanical, and such configuration 
is molded in and forms an integral part of the completed tire it- 
self. The fact that the peculiar projecting configurations adopted 
by the applicant have not been used by others before does not 
change the fact that their primary function is mechanical and they 
constitute an integral part of the tire. 

It is not believed material that the design is molded into the 
tread of the tire, since a proper trade-mark would not lose its 
standing as such merely because it was molded into the tire. Trade- 
marks have been molded into glass articles or those made of pot- 
tery, but such marks have not ceased, for such reason, to be proper 
trade-marks. 

Such marks did not, however, form integral parts of the arti- 
cles in the sense that they were necessary integral parts and func- 
tioned with the functioning of the articles, but while physically 
integral they were merely added as proper trade-marks to indicate 
origin or ownership of goods and for no other purpose. Where, 
as in the applicant’s construction, the article is incomplete without 
the tread, it would seem the latter cannot be considered a trade- 
mark under any of the definitions found in the adjudicated cases. 

There does not appear to be anything in the case of the North 
British Rubber Company, above noted, which justifies the view 
that the court regarded a tire tread as constituting proper subject 
for a trade-mark. 


The court was adjudicating the validity of a design patent 
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and merely referred, as an obiter, to the importance of being able 
to identify the plaintiff's antiskidding device. It is not believed 
that decision can possibly be held to support the appellant’s con- 
tentions. 

There appears to be, further, nothing in the Capewell Horse 
Nail Company case, above noted, to support the argument of the 
appellant. The check figure on the head of the horseshoe nail had 
no other function than that of a trade-mark. 

The court regarded the incidental ornamental feature as un- 
important. The fact that the intersecting lines were impressed 
on the beveled face beneath the edge of the nail did not prevent 
such check from constituting a valid trade-mark, as it is plain 
enough such intersecting lines on the beveled face of the head 
were not, as in the instant case, added or adopted primarily for 
mechanical purposes. 

To permit the registration sought by the applicant would be, 
in effect, to grant it a perpetual patent for a tire having the tread 
here disclosed. 

The decision of the Examiner of Trade-Marks is affirmed.* 


Goods of Same Descriptive Properties 


Krinnan, F. A. C.: The party Rollinson has appealed from 
the decision of the Examiner of Trade-Mark Interferences that the 
Mohawk Electric Corporation is entitled to register the marks for 
which it has made application for radio receiving sets and that 
the appellant is entitled to register his mark for the goods set up 
in his application, with the exception of radio receiving sets and 
parts. 

The Mohawk Electric Corporation has applied for the registra- 


tion of a composite mark (Ser. No. 202214) consisting of the word 
“Mohawk” associated with a picture of the face of an Indian with 
a feather headdress, the mark being used for radio receiving sets 
and parts thereof. In another application (Ser. No. 201968), the 
Mohawk Electric Corporation seeks registration for the word 


“Mohawk” used upon this same class of goods. 


*Ex parte The Norwalk Tire & Rubber Co., 151 M. D. 401, Jan. 31, 
1927. 
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The party Rollinson has applied for registration of the word 
“Mohawk” as a trade-mark used upon “electrical apparatus of 
various kinds comprising rectifiers, transformers, fire-alarm sys- 
tems, timing cutouts, rheostats, telephone receivers, radio receiving 
sets and parts thereof.” 

Both parties have taken testimony and from that submitted 
on behalf of the senior party Mohawk Electric Corporation, it ap- 
pears established that the word “Mohawk” has been used upon 
the goods alleged since about August 1, 1924. There is also use 
established of the mark by the senior party upon battery chargers. 

The testimony submitted on behalf of Rollinson fails to dis- 
close use of the mark upon radio sets and it is apparent he is not 
entitled to registration including these particular goods. It appears, 
however, that from a date long prior to the earliest date established 
by the Mohawk Electric Corporation, Rollinson had adopted and 
used the mark upon various other electrical goods, such as recti- 
fiers, transformers, and loud speakers. 

The testimony of the witness Madsen, answers to Questions 
7, 9 and 10; the testimony of Schaup in answer to Questions 7, 10, 
48, 72, 73 and to Cross Questions 83 to 96; the testimony of Meyer 
in answer to Questions 26 to 34 and Cross Questions 47 and 
54; the testimony of Deering, answers to Questions 16, 17, Cross 
Questions 23 and Redirect Question 25, as well as the testimony of 
Kelly in answer to Questions 24, 31, 32 and Cross Questions 49 
to 51, fairly establish that Rollinson made and sold battery 
chargers or rectifiers and radio speakers prior to the date of the 
entrance of the applicant corporation into the field, and probably 
radio frequency and audio frequency transformers. The witness 
Deering lived in New York and testifies, Cross Question 23, “That 
Mr. Rollinson brought the rectifier to my office. I have that rectifier 
and am using it today.” 

The Examiner held the goods upon which the appellant had 
actually used his mark to be electrical apparatus of general utility 
not particularly intended for use in radio sets and, therefore, that 
the goods belong to a different class possessing different descriptive 
properties. It is believed, however, that several of the devices 





110 SEVENTEEN TR:.DE-MARK REPORTER 


manufactured and sold by Rollinson under his trade-mark were 
more or less especially designed for use in radio receiving sets 
and that even if they were useful in other relations they were 
primarily intended to be used with such sets. They would be sold 
by the same stores as parts to be assembled in complete sets, or to 
be used in connection with such sets, and parties purchasing such 
parts and seeing upon them the trade-mark “Mohawk” would be 
led to believe the goods had the same origin as the radio receiving 
sets which carried this mark. 

Many people assemble their own sets after purchasing the 
parts, while still others purchase the assembled essentials and 
wire up the batteries, chargers, B-eliminators, loud speakers, etc., 
in their homes. It seems inevitable with the same trade-mark 
appearing upon these different parts and upon the completed sets, 
confusion of goods or of origin would result. It is believed the 
holdings in the cases of The American Tobacco Company v. Gor- 
don, 342 O. G. 510, App. D. C. [16 T. M. Rep. 38]; 
California Packing Corporation v. Halferty, 320 O. G. 700, 54 
App. D. C. 88 [14 T. M. Rep. 281]; Rosenberg Bros. § Co. v. 
Elliott, 7 Fed. (2d) 962 [15 T. M. Rep. 479], are persuasive that 
the goods upon which the respective parties have used their marks 
possess the same descriptive properties. This conclusion necessi- 
tates an award of priority to the party Rollinson. 

In view of the foregoing, the matters set forth in the petition 
filed by the Mohawk Electric Corporation on January 4, 1927, 
have not been considered and such petition is dismissed. 

The decision of the Examiner of Trade-Mark Interferences 
holding that the Mohawk Electric Corporation is entitled to regis- 
tration of the marks for which it has made application is reversed, 
and his holding that the party Rollinson is entitled to registration 
for the goods set up in his application with the exception of radio 
receiving sets is affirmed.* 


*Earl H. Rollinson v. Mohawk Electric Corporation, 151 M. D. 391, 
Jan. 27, 1927. 





